United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, l'atint and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



JO/MX 121 



FILING DATE 



0S/IX/20IO 



FIRST NAMED INVENTOR 



7590 06 

William E. Hilton, Esq. 
Gauthire & Connors, LLP 
225 Franklin street, Suite 2300 
Boston, MA 021 10 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/643,121 


Applicant(s) 

SPROGIS, DAVID H. 


Examiner 

Jeffrey D. Carlson 


Art Unit 

3622 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-15 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-15 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 
Paper No(s)/Mail Date See Continuation Sheet . 6) □ Other: . 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 . Claims 9-1 5 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

■ Claims 9-1 3 are system (apparatus) claims, yet they include many features 
which are presented as method steps rather than capabilities, rendering the 
claim scope uncertain. In these computer-based system claims, the best way 
to set forth apparatus structure is to claim capabilities of the apparatus by 
stating an element/module/subsystem is programmed to <perform an act> 
OR is configured to <perform an act>, rather than claiming the element 
actively performs the act. A claim covering both an apparatus and a method 
of using that apparatus is invalid because such a claim "is not sufficiently 
precise to provide competitors with an accurate determination of the 'metes 
and bounds' of protection involved" and is "ambiguous." MPEP 2173.05(p)(ii). 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-15 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Hunter (US6424998). 

3. Regarding claims 1-5, Hunter teaches remote distribution of advertising over a 
network to be displayed at screen locations, including locations inside a movie theater 
[abstract, col 3: lines 58-67]. Hunter further teaches that an advertiser uploads the 
advertising content to a central host where a subset of the content is automatically 
selected for display on a remote screen location at a certain time [col 4: lines 11-21]. 
The video advertising [4:24] is then downloaded to the remote location for display. 
Hunter teaches that projectors may be used for displaying the content on a screen 
[10:33-38]. The scheduling system of Hunter provides a means for assembling 
presentation data at the respective screens and at the proper times. Hunter teaches 
that not only is a log kept by the display apparatus indicating which ads have been 
shown [4:60-63], a traffic count (i.e. a number of audience viewers - attendance data) is 
created and used along with analysis to report to the advertising customer regarding the 
number and types of viewers that were present for each showing of the advertisement 
[5:1-15]. This provides an informative report for the advertising client and his 
advertising billing. 



Application/Control Number: 10/643,121 Page 4 

Art Unit: 3622 

4. Regarding claims 6, 7, Hunter's system provides for the ability to deliver 
advertising during two same time slots (i.e. same show times) in different locations as 
well as different time slots (show times) for the same location. 

5. Regarding claims 8, Hunter's advertiser user interface provides a means for 
requesting job requests for presentation of video data and which can be described as 
determining of a job request will be fulfilled. 

6. Regarding claims 9-1 5, the system of Hunter allows for multiple job requests for 
multiple presentations for multiple show times and locations and would include multiple 
attendance data collection, presentation logging and correlation as described for the 
single usage example above. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey D. Carlson whose telephone number is 571-272- 
6716. The examiner can normally be reached on Monday-Fridays; off alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571)272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jeffrey D. Carlson/ 

Primary Examiner, Art Unit 3622 
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